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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 22 May 
2008 has been entered. 

Information Disclosure Statement 

2. Receipt is acknowledged of an Information Disclosure Statement, filed 27 May 
2008, which has been placed of record in the file. An initialed, signed and dated copy of 
the PTO-1449 form is attached to this Office action. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by applicant's 
admitted prior art. 

At pages 1 and 2 of the written description under the heading BACKGROUND 
ART and in figure 5 of the present application applicant admits that a driver structure is 
old and well known which has the same structural features as those set forth in claim 1 . 
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In particular, the admitted prior art discloses a driver structure comprising a blade edge 
(20); a first pair of projections (21), each projection (21) of the first pair being provided at 
an opposite end portion of the blade edge (as seen in fig. 5); a second pair of 
projections (25), each projection (25) of the second pair being provided on the blade 
edge (20) in vicinity of one the projections (21) of the first pair and each projection (25) 
of the second pair has a corner portion, a middle projection (above 24 in fig. 5) provided 
on the blade edge between the projections (25) of the second pair, each projection (21) 
of the first pair has a guiding surface, the middle projection (above 24 in fig. 5) 
comprises a crown pressing portion. 

The structural limitations of claim 1 are met by the admitted prior art, and the 
recitations "disposed to be in contact with the staple", "disposed to be in contact with a 
corner formed between the crown and one of the leg portions for pressing the leg 
portion perpendicularly while retaining opposite ends of the crown inwardly when the leg 
portion passes through the bundle of papers", "configured to be in contact with the 
crown in vicinity of one of the leg portions when the leg portion passes through the 
bundle of papers", "to hold the crown of the staple when the pair of leg portions pass 
through the bundle of papers", "disposed adjacent to one of the comers of the staple, 
which engages with the crown and is configured to prevent the comer of the staple from 
slipping toward a central side of the crown", "positioned at least partially outside of an 
outside edge of one of the leg portions, so as to guide said outside edge of the leg 
portion and restrict the broadening of a leading end of the leg portion when the leg 
portion of the staple through the bundle of papers" and "wherein the crown is held by 
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the first pair of projections, the second pair of projections and the crown pressing 
portion when stapling the bundle of papers" are functional and intended use statements 
which are fully capable of being performed by the admitted prior art structure shown in 
fig. 5 and described at pages 1 and 2 of the present application. 

Response to Arguments 
5. Applicant's arguments filed 22 May 2008 have been fully considered but they are 
not persuasive. 

Applicant has amended the subject matter of claim 1 to additional functional 
recitations ("while retaining opposite ends of the crown inwardly" and "wherein the 
crown is held by the first pair of projections, the second pair of projections and the 
crown pressing portion when stapling the bundle of papers") and argued that the 
admitted prior art shown in figure 5 does not disclose all of the claimed features. 

As was stated in the previous Office action, dated 25 January 2008, the admitted 
prior art, as also discussed above, does disclose all of the structural limitations found in 
claim 1. The driver structure shown in fig. 5 of the present application includes the first 
projections, the second projections, and the middle projection because a comparison of 
figure 3 showing an embodiment of applicant's claimed invention and figure 5 showing 
the prior art reveals that the two are virtually identical in structure, and most importantly 
both have identical middle projections. The driver structure of figure 5 is fully capable of 
performing the functional recitations in claim 1. A review of applicant's arguments and 
written description describes the claimed middle projection as corresponding to crown 
pressing portion or third projecting part 9 in figure 1, and as crown pressing portion or 
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third projecting part 10 in figure 2. This is what applicant has argued, but it is also noted 
that the claimed middle projection also corresponds to crown pressing portion or third 
projecting part 10 in figure 3. The structural limitations found in claim 1 are anticipated 
as the identical structure is disclosed by that which is described in the specification at 
pages 1 and 2 and shown in figure 5. 

Applicant's argument that the amendment to claim 1 to recite the added term 
"...while retaining opposite ends of the crown inwardly..." and the added term "...wherein 
the crown is held by the first pair of projections, the second pair of projections and the 
crown pressing portion when stapling the bundle of papers" and the corresponding 
argument that "in the original specification, it was explained that the conventional driver 
structure yields the problems of having the leg portions being moved inwardly during the 
stapling of a bundle of papers, and having the crown curve to project in an arch from the 
bundle of papers. Spec. p. 2, lines 1 to 18. The invention as claimed resolves these 
problems, by including the features of the first projecting parts 7, 7, the second 
projecting parts 8, 8, and the crown-pressing portion 10 to hold the whole of the crown. 
The invention as claimed thus prevents these problems. FIG. 5 of the application, 
designated as prior art, does not disclose all of these claimed features, as was asserted 
by the examiner. This has been explained at length in prior responses, incorporated 
herein by reference. Attention is drawn in particular to the arguments on pages 5-6 of 
the Response to Office Action filed November 21 , 2007." 

As stated above in the rejection of claim 1, the admitted prior art shown as figure 
5 of the present application does in fact meet all of the structural limitations set forth in 
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the claim. As stated above, the language which applicant argues in the response is 
deemed to be functional and a statement of intended use. Furthermore, the language 
which applicant argues is also deemed a statement of a future act which may or may 
not occur. Accordingly, the type of language in claim 1, as set forth in the above 
rejection, is afforded no patentable weight as it fails to structurally distinguish the 
apparatus claim from the apparatus disclosed by the admitted prior art. The subject 
matter of claim 1 is directed to an apparatus, and it has long been held that an 
apparatus claim must structurally distinguish itself from the prior art in order to avoid 
anticipation under 35 USC 102. From MPEP § 2114, 

"While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms 
of structure rather than function. In re Schreiber . 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior 
art reference relating to function did not defeat the Board's finding of anticipation 
of claimed apparatus because the limitations at issue were found to be inherent 
in the prior art reference); see also In re Swinehart . 439 F.2d 210, 212-13, 169 
USPQ 226, 228-29 (CCPA 1971); In re Danlv , 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[Ajpparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc. , 909 F.2d 1464, 1469, 
15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

Accordingly, the subject matter of claim 1 is properly rejected under 35 USC 
102(b) as anticipated by the admitted prior art as the claim fails to recite any structural 
feature not already found in the admitted prior art. 

Conclusion 

6. All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
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application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen F. Gerrity whose telephone number is 571-272- 
4460. The examiner can normally be reached on Monday - Friday from 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi Rada can be reached on 571-272-4467. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



31 July 2008 



/Stephen F. Gerrity/ 
Primary Examiner 
Art Unit 3721 



